TH'S OPI NI ON WAS NOT' WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was
not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.
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ON BRI EF

Before WLLIAMF. SMTH, JOAN D. SM TH and HANLON
Adnmi ni strative Patent Judges.

HANLON, Adnini strative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on an appeal fromthe final rejection

of clains 6-8. Claim5 is also pending but has been w t hdrawn

! Application for patent filed Septenber 7, 1993.
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fromconsideration by the examner. Caim®6 is illustrative

of the subject matter on appeal and reads as foll ows:
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6. A multi-layer composition conprising:
a) a barrier |ayer; and
b) a structural |ayer conprising:

i) about 79 to about 99 weight parts thernoplastic
crystallizable or crystalline polyester base resin having a
glass transition tenperature (“Tg”) of at |east about 50°C,
and a nelting point of at |east about 150°C and an intrinsic
viscosity (I1V) of at |east about 0.5; and

ii) an alkali nmetal salt of a polyester polynmer in
an amount sufficient to provide the structural |ayer with
about 6.5 x 107 gramatons to about 15 x 10°® gram at ons of
active alkali netal per gram of polyester defined ini).

The references relied upon by the exam ner are:

Moritani et al. (Moritani) 4,929, 482 May 29,
1990
I nternational application WO 90/ 01042 Feb. 8,
1990

(Sublett)
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The sole issue? in this appeal is whether clains 6-8 were

properly rejected under 35 U S.C. 8§ 103 as unpatent abl e over

the conbi nati on of Moritani and Sublett.?3

D scussi on

Caim6 is directed to a nulti-layer conposition
conprising a barrier layer and a structural |ayer. The
structural |ayer conprises a thernoplastic crystallizable or
crystalline polyester base resin and an alkali netal salt of a
pol yester pol yner.

Moritani discloses a heat-resistant container conprising
an et hyl ene-vi nyl al cohol copolyner |ayer and a crystalline
pol yester layer. The crystalline polyester resin |ayer
conpri ses pol yethyl ene terephthal ate having a crystallization
accel erator incorporated therein. According to Mritani, the

crystallization accelerators include (col. 2, lines 56-63):

2 The rejection of clains 6-8 under 35 U.S.C. § 112,
second paragraph, has been withdrawn. See Paper No. 18.

% According to appellants, "the rejected clains stand or
fall together” (Brief, p. 2). Therefore, for purposes of this
appeal, clains 7 and 8 stand or fall with the patentability of
I ndependent cl ai m 6.
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[ S]odiumsalts or potassiumsalts of organic acids

having from7 to 30 carbon atons, and sodiumsalts

or potassium salts of organic pol yners having

car boxyl groups, such as sodium stearate, sodium

benzoate, sodium salt of ethylene-nethacrylic acid

copolynmers and sodiumsalt (fully or partially

neutralized) of styrene-maleic anhydride copol yner.

According to the examiner, Mritani fails to disclose a
pol yester polynmer salt falling within the scope of claim®6
(Answer, p. 3). However, as set forth in the statenent of the
rejection at page 4 of the Answer, the exam ner relies on the
followi ng teaching in Sublett to establish the obvi ousness of

the clai med pol yester polyner salts in the multi-Iayer

conmposition of claim®6:*

4 We note that in response to appellants' argunents,
the exam ner states (Answer, p. 5):

Appel | ants nethod of form ng pol yester salt

nucl eating agents and conbi ning them w th other

pol yesters is al so disclosed by Sublett. A citation
in Sublett's background section to US 4705844 to
Espenschi ed describes formation of the sanme type of
al kal i -nmet al / pol yester nucl eating agent that is

| at er conmbi ned with non-nucl eated pol yesters to form
rapid crystallization (p. 5 [sic, 3], T 1).

However, since the exam ner neither relied on this portion of

Subl ett nor U S. Patent No. 4,705,844 to Espenschied in the

statenment of the rejection, the teachings contained therein

are not before us for review See In re Hoch, 428 F.2d 1341,
(continued. . .)
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Subl ett teaches that PET copolynmers fornmed by
addi ng 25-5000 ppm sodi um or potassium prior to
pol yneri zation, wll forma final PET copol yner
conposition with inproved crystallization rates from
the glassy state during thernoformng due to pol yner
salts formed in situ (p. 5, [lines] 10-30). It is
these polynmer salts that act as nucl eating agents
with the other polynerized PET at the thernoformng
step. The reference sets forth that crystallization
rates of ordinary PET copolynmers are usually too
sl ow al t hough the physical properties of such
copol yners are highly desirable in such applications
(p. 3, [lines] 17-31). [Enphasis added. ]

In contrast to this teaching in Sublett, the invention of
claim6 requires a "blend"” of a thernoplastic crystallizable
or crystalline polyester base resin and an alkali netal salt
of a polyester polynmer. Appellants argue (Brief, p. 3):

The PCT reference [Sublett] is distinguishable,
because it is directed to copolyneri zing
terephthalate salts into a PET polyner. The present
invention is directed to bl ending pol yester salts
with a polyester polyner. Applicant's blending is
not an obvious variation of the PCT reference's
copol yneri zi ng, because the PCT reference
specifically teaches agai nst bl ending .

Subl ett expressly teaches (p. 4, lines 13-16):

Addi ng the terephthalate salts to an al ready-forned
copol ynmer woul d cause breakdown of the polyner,
resulting in an undesirabl e decrease in nol ecul ar
wei ght and i nherent viscosity.

4(C...continued)
1342 n. 3, 166 USPQ 406, 407 n.3 (CCPA 1970).
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Based on this teaching in Sublett, we find that one
having ordinary skill in the art woul d have been di scouraged
from addi ng the polyester salts disclosed in Sublett to the
pol yet hyl ene terephthal ate disclosed in Miitani. See

Gllette Co. v. S.C._Johnson & Son, Inc., 919 F.2d 720, 724,

16 USPQ2d 1923, 1927 (Fed. G r. 1990) (the closest prior art

reference "would |likely discourage the art worker from

attenpting the substitution suggested"). For this reason, the
rejection of clainms 6-8 under 35 U.S.C. § 103 as unpatentabl e

over the conbination of Mritani and Sublett is reversed. See

In re Cetiker, 977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed.

Cr. 1992) (the exam ner bears the
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initial burden of establishing a prinma facie case of

unpatentability).

REVERSED

ADRI ENE LEPI ANE HANLON
Adm ni strative Patent Judge

WLLIAMF. SM TH )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
JOHN D. SM TH ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES
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